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DETAILED ACTION 
Status of the Claims and Examination 

Claims 93-103 and 107-108 are pending and the subject of this Office Action. 
Applicants cancelled claims 3-92 and 104-106 in the response filed on 13 March 2007. 
Applicants cancelled claims 1-2 in their response filed on 15 November 2006. 

Applicants' arguments, filed on 13 March 2007, have been fully considered and are 
deemed to be persuasive regarding the previous rejections. Rejections and objections not 
reiterated from previous Office Actions are hereby withdrawn. 

Upon reconsideration of the pending claims, as presented, the following new rejections 
are applied. They constitute the complete set of rejections being applied to the instant 
application presently. 

Claim Rejections - 35 U.S.C. §102(e) 
The following is a quotation of 35 U.S.C. §102(e), which forms the basis for all 
obviousness rejections set forth in this Office Action: 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) and the Intellectual Property and High Technology Technical Amendments Act of 2002 
do not apply when the reference is a U.S. patent resulting directly or indirectly from an 
international application filed before November 29, 2000. Therefore, the prior art date of the 
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reference is determined under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre-AIPA 
35U.S.C. 102(e)). 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 93-103 and 107 and 108 are rejected under 35 U.S.C. §102(e) as being anticipated 
by U.S. Patent Pre-Grant Publication No. 2004/0038909 [hereinafter referred to as "Chawan"]. 
The teachings of Chawan disclosed in the Office Action filed on 03 January 2007 are 
incorporated herein by reference. 

Chawan discloses a meal (oral ingestion) for an overweight or obese person comprising 
food, corn for example (Page 6, Col. 2, Claim 7, lines 1-3). As noted in this Office's previous 
action of 03 January 2007 and referencing Applicants' specification, the compound, 6-methoxy- 
2,3-benzoxazolinone (6-MBOA), is known to be naturally-occurring in various concentrations in 
monocotyldenous plants, like corn. As a result, 6-MBOA is inherently present in food 
compositions comprising corn, including the present invention. 

Applicant discloses certain rather specific limitations in claims 93-102 and 108 that are 
beiieved to be inherent in the previously cited art. For example, Applicants claim, in limitation 
98, a process where the dried harvested plant contains an amount of 4-hydroxy-3- 
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methoxycinnamic acid, a chemical well-known to be widely distributed in small amounts in 
plants. 

In re Best (195 USPQ 430) and In re Fitzgerald (205 USPQ 594) discuss the support of 
rejections wherein the prior art discloses subject matter which there is reason to believe 
inherently includes functions that are newly cited or is identical to a product instantly claimed. 
In such a situation, the burden is shifted to the applicants to "prove that the subject matter shown 
to be in the prior art does not possess characteristics relied on" (205 USPQ 594, 2 nd Column, 1 st 
full paragraph). 

In light of the foregoing, a process for promoting weight loss by the administration of an 
effective amount of a composition containing 6-MBOA, is clearly anticipated. 

Conclusion 

No claims are allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Alicia Hughes whose telephone number is 571-272-6026. The 
examiner can normally be reached from 9:00 AM to 5:00 PM, Monday through Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ardin Marschel, can be reached at 571-272-0718. The fax number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding, the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR of Public PAIR. Status information for unpublished 
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applications is available through Public PAIR only. For information about the PAIR system, see 
http : //pair-direct-uspto . gov . Should you have questions on access to the Private PAIR system, 
contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would like 
assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



23 June 2007 
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SUPERVISORY PATENT EXAMINER 



